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DETAILED ACTION 

1 . Claims 1-20 are pending in this application. 

Information Disclosure Statement 

2. The information disclosure statement filed on 8/23/2006 is in compliance with the 
provisions of 37 CFR 1.97, and has been considered by the examiner, a copy is 
included with this office action 

Drawings 

3. The drawings filed on 8/23/2006 are acceptable for examination purposes. 

Claim Objections 

4. The following are objected to for lack of antecedent basis: 

a. "the at least one first e-mail message" (claim 2, lines 3-4) 

b. "the associated e-mails" (claim 4, lines 1-2; claim 5, lines 1-2) 

c. "the associated group of emails (claim 8, line 2) 

d. "the user's mailboxes" (claim 9, line 3) 

e. "the discussion topic" (claim 9, line 4; claim 18, lines 5-6) 

f. "the discussion topic heading" (claim 10, line 7; claim 12, line 2; claim 13. 
lines 1-2) 

g. "the at least one e-mail" (claim 18, line 5) 
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The examiner would like to note that many of the above objections appear to be due to 
inconstant verbiage (i.e. "an associated group" - claim 1, line 5 potentially referring to 
"the associated group - claim 2, line 7; claim 6, line 2, claim 7, line 2, 3 and all of item b. 
and c. mentioned above). 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 15-20 are directed towards software per-se and therefore do not constitute 
software subject matter. A system must be directed towards a physical embodiment and 
a software system thus must be embodied on a physical computer readable storage 
medium in order to be directed towards statutory subject matter. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the intemational application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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6. Claims 1,6,8 and 1 5 and 20 are rejected under 35 U.S.C. 1 02(e) as being 
anticipated by Agrawal et al. (US 6,592,627) hereafter Agrawal. 

Regarding claim 1 . Agrawal discloses A method for organizing e-mail messages (Abs) 
comprising the steps of: 

indicating at least one first e-mail message in a user mailbox; (Col 1 , line 66 - Col 2, 

line 3) 

associating the at least one first e-mail with a second e-mail by user-enablement of an 
association option (Col 2, lines 2-11 and Col 2, lines 38-41); 
and forming an associated group in the user mailbox comprising at least two or more 
associated e-mails (Col 2, lines 38-41). 

Regarding claim 6, Agrawal discloses providing a collapsibility and expandability feature 
for the associated group (Abs Note that the implementation uses folders which are 
inherently collapsible and expandable). 

Regarding claim 8, Agrawal discloses the step of providing e-mail operations for 
performing on the associated group of e-mails (Col 7, lines 50-56 Note that Agrawal 
pertains to an e-mail inbox view which would inherently provide e-mail operations to be 
performed). 
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Regarding claim 15, Agrawal discloses an e-mail system (Col 7, lines 50-56) 
comprising: 

e-mail software for providing e-mail capabilities to a user (Col 7, lines 50-56); 
and an associate feature for providing interactive e-mail organization capabilities to the 
user by organizing e-mail messages according to user input to form at least one of an 
associated group of e-mails or an associated e-mail-to-topic group in at least one of the 
user's mailboxes (Col 1 , line 66 - Col 2. line 3 or Col 2, lines 42-44). 

Regarding claim 20, Agrawal discloses an auto-process feature for automatically 
parsing a received e-mail to search for an existing discussion thread, wherein if an 
existing discussion thread is found, the received e-mail is automatically associated to 
the discussion thread (Col 2, lines 42-44). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Agrawal. 
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Regarding claim 9, Agrawal discloses a method for organizing e-mail messages (Abs) 
comprising the steps of: 

associating at least one e-mail message to the user-created discussion topic via user- 
enablement of an association option to form an associated e-mail-to-topic group (Col 1 , 
line 66— Col 2, line 3) 

Agrawal does not disclose creating a user-defined discussion topic heading, said 
discussion topic heading appearing as an entry in at least one of the user's mailboxes 
however it would have been obvious to one of ordinary skill in the art at the time of the 
invention to name the folders as created by the implementation of Agrawal by data 
pertinent to its contents such as discussion topics (as per common folder naming 
convention) in order to efficiently organize the user's inbox. 

8. Claims 2-5, 10-14, and 16-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Agrawal in view of Rosenschein et al. (US 6,341 ,306) hereafter 
Rosenschein. 

Regarding claim 2, Agrawal discloses 

selecting an associate option (Col 2, lines 22-30 and Col 7, lines 57-64); 
and indicating the second e-mail (Col 2, lines 22-30 and Col 7, lines 57-64 Note it is 
inherent in the implementation that in order to associate the document that it must be 
indicated and selected in some manner in order to move the document); 
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wherein the second e-mail is caused to be automatically associated to the at least one 
first e-mail to form the associated group (Col 2, lines 8-11), however Agrawal does not 
disclose enabling an options list to appear 

Rosenschein discloses right clicking to enable an option list which provides functionality 
to appear regarding a document such as email (Col 2, lines 9-18) and it would have 
been obvious to one of ordinary skill in the art to provide user functionality through the 
option lists in order to provide user functionality. 

Regarding claim 3, Agrawal as modified discloses the step of providing a show 
associations and a hide associations option on the options list (Col 7, lines 53-56). 

Regarding claim 4, Agrawal as modified discloses showing the associated e-mails of a 
sent e-mail message to a recipient when the show associations option is selected (Col 
7, lines 53-56 Note the logic to switch views would inherently be able to toggle views 
based upon selected view). 

Regarding claim 5, claim 5 is rejected for substantially the same reason as claim 4 
above. 

Regarding claim 10, claim 10 is rejected for substantially the same reason as claim 2 
above. 
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Regarding claim 1 1 , claim 1 1 is rejected for substantially the same reason as claim 3 
above. 

Regarding claim 12, claim 12 is rejected for substantially the same reason as claim 4 
above. Additionally note a 'normal inbox view' does not include association topics as is 
standard in the art at the time of the invention. 

Regarding claim 13, claim 13 is rejected for substantially the same reason as claim 12 
above. 

Regarding claim 14, claim 14 is rejected for substantially the same reason as claim 6 
above. 

Regarding claim 16, Agrawal does not disclose an options list with respect to each er 
mail message, said options list comprising said associate feature, 

Rosenschein discloses right clicking to enable an option list which provides functionality 
to appear regarding a document such as email (Col 2, lines 9-18) and it would have 
been obvious to one of ordinary skill in the art to provide user functionality such as the 
associate function of Agrawal (Col 2, lines 8-1 1 ). 
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Regarding claim 17. claim 17 is rejected for substantially for the same reason as claim 2 
above. 

Regarding claim 18, Agrawal discloses the associated e-mail-to-topic group being 
formed by creating a user-defined discussion topic heading (Col 1, line 66 - Col 2, line 
3) While Agrawal does not disclose causing the options list to appear with respect to at 
least one e-mail message, selecting the associate feature from said options list, and 
indicating the discussion topic heading, wherein the at least one e-mail is caused to be 
automatically associated to the discussion topic to form the associated e-mail-to-topic 
group and said discussion topic heading appears as an additional field in said at least 
one e-mail message. 

Rosenschein discloses right clicking to enable an option list which provides functionality 
to appear regarding a document such as email (Col 2, lines 9-18) and it would have 
been obvious to one of ordinary skill in the art to provide user functionality such as the 
associate function of Agrawal (Col 2, lines 8-11). Additionally, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to include the 
discussion topic or related information as a field within the document to facilitate 
indexing and other forms of easy organization. 

Regarding claim 19, claim 19 is rejected for substantially for the same reason as claim 3 
above. 
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9. Claim 7 is rejected under 35 U.S. C. 103(a) as being unpatentable over Agrawal 
in further view of Kekic et al. (US 5,999,179) hereafter Kekic. 

Regarding claim 7, Agrawal does not disclose providing graphical indicators showing 
when the associated group is expanded or collapsed, however expandable and 
collapsible folder icons associated with folders are well known to one of ordinary skill in 
the art at the time of the invention as can be demonstrated by Kekic Col 23, lines 65-67 
and it would have been obvious to one of ordinary skill in the art to indicate an open or 
closed group to further facilitate ease of use. 



Conclusion 



1. 



The prior art made of reference in this case is as follows: 



a. 



Agrawal et al. (US 6,592,627) 



b. 



Rosenschein et al. (US 6,341,306) 



c. 



Kekic etal. (US 5,999.179) 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bruce A. Witzenburg whose telephone number is 571- 
270-1908. The examiner can nonnally be reached on M-F 9:00 - 6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ali Mohammed can be reached on 571-272-4105. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



BW 




